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DETAILED ACTION 
Claim Objections 

1 . Claim 1 is objected to because of the following informalities: on line 9 of the 
claim, the phrase "an a first" should be changed to -a first-. Appropriate correction is 
required. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 7 and 8 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Specifically, the independent claim from which both 
claims 7 and 8 depend recites an axial configuration while claims 7 and 8 recite a 
different conflicting configuration. It is unclear how a structure can be in two conflicting 
configurations at the same time. A lack of rejection over prior art should not be 
interpreted as an indication of allowability. 

Claim Rejections - 35 USC § 103 

3. Claims 1, 3, 5 and 9-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nippert US 2003/01 10935 in view of Hare, Sr. 5,158,109 and further 
in view of Moutafis et al. US 2002/0176788. Nippert teaches the invention substantially 
as claimed including a positive displacement piston unit 12 comprising a housing 40, a 
plurality of cylinder bores 44 within the housing 40, each bore 44 having a top end being 
the end associated with passage 52 opposite a bottom end being the end associated 
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with passage 54 with a piston 46 traveling there between, first and second fluid 
passages 52, 54 connected to the top end and the bottom end of each bore 44 as 
shown in figure 4. Each fluid passage 52, 54 is associated with an electronically 
controlled valve element 64, 66 which include actuators 76, 78 that are controlled by a 
controller 24 and also the device 12 may be operated as either a pump or a motor as 
discussed in paragraph [0002]. Nippert also teaches an inlet 52 fluidly associated with 
a first valve 66 and the piston 46 such that when the piston reciprocates, fluid outside 
the bore 44 passes from the inlet 52 through the valve 64 to the first fluid passageway 
52 and into the bore 44 as shown in figure 4. Nippert further teaches an outlet 54 
associated with the second valve 66 such that fluid passes from the bore 44 through the 
second fluid passage 54 to the second valve 66 to the outlet 54 as shown in figure 4. 
Nippert fails to teach the following claimed limitations that are taught by Hare: valves 10 
that incorporate electro-energized field generating elements which are electrodes 36 
and rheological fluid 24 disposed within the fluid passages 11 wherein the Theological 
fluid has a viscosity that increases in the presence of an electric field see Hare column 
5, lines 22-38. Hare teaches these electro-rheological valves 10 for the purpose of 
universally controlling flow of any fluid such as gas, water, oil, hydraulic fluid, liquid 
chemicals and slurries between two points along a conduit see Hare column 1 , lines 20- 
30 and also because they have very rapid responses to electrical signals enabling them 
to be well suited in mechanical devices see Hare column 1, lines 47-50. Hare further 
teaches an electronic controller 130 to control the energizing and de-energizing of the 
electro-energized field generating element as discussed by Hare column 8, lines 31-55 
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wherein the controller 130 selectively energizes and de-energizes the electro-energized 
field generating element 36 to reduce flow of the rheological fluid 24 through the fluid 
passages 1 1 see Hare column 5, lines 22-38. Hare also teaches the controller 130 can 
selectively energize the electro-energized field generating element 36 associated with 
one cylinder and de-energize the electro field generating element 36 associated with an 
adjacent cylinder to reduce flow of the electro-rheological fluid 24 through the piston unit 
as discussed by Hare column 8, lines 31-55 and it has been held that while the features 
of an apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function, because apparatus claims cover what a device is, not what a device does 
(Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990)). Thus, if a prior art structure is capable of performing the 
intended use as recited in the preamble, or elsewhere in a claim, then it meets the 
claim. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have modified the valves of Nippert with the valves of Hare for 
the purpose of universally controlling flow of any fluid such as gas, water, oil, hydraulic 
fluid, liquid chemicals and slurries between two points along a conduit see Hare column 
1, lines 20-30 and also because they have very rapid responses to electrical signals 
enabling them to be well suited in mechanical devices see Hare column 1 , lines 47-50. 
The modified apparatus of Nipper in view of Hare fails to teach the following claimed 
limitations that are taught by Moutafis: the pistons are arranged in an axial 
configuration for the purpose of making a compact flow path see Moutafis Abstract, 
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lines 13-15. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to have arranged the combined apparatus of Nippert in view of 
Hare in an axial configuration as taught by Moutafis for the purpose of making a 
compact flow path see Moutafis Abstract, lines 13-15. 

4. Claims 1-2 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nippert US 2003/01 1 0935 in view of Wassell US 2002/001 1 358 and further in view 
of Moutafis et al. US 2002/01 76788. Nippert substantially teaches the claimed invention 
as discussed above but fails to teach the following claimed limitations that are taught by 
Wassell: valves 70, 71 that incorporate electro-energized field generating elements 
which are electromagnets 92 and rheological fluid not labeled disposed within the fluid 
passages 51 wherein the rheological fluid has a viscosity that increases in the presence 
of a magnetic field see Wassell paragraphs [0041] and [0044]-[0045]. Wassell teaches 
the incorporation of magneto-rheological valves for the purpose of controlling pistons 12 
of a guidance module 10 see Wassell paragraph [0029]. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have modified the 
valves of Nippert with the valves of Wassell for the purpose of controlling pistons 12 of a 
guidance module 10 see Wassell paragraph [0029]. The combined apparatus of Nipper 
in view of Wassell fail to teach the following claimed limitations that are taught by 
Moutafis: the pistons are arranged in an axial configuration for the purpose of making a 
compact flow path see Moutafis Abstract, lines 13-15. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to have arranged 
the combined apparatus of Nippert in view of Wassell in an axial configuration as taught 
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by Moutafis for the purpose of making a compact flow path see Moutafis Abstract, lines 
13-15. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-13 have been considered and 
have been addressed in the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessica L. Frantz whose telephone number is 571-272- 
5822. The examiner can normally be reached on Monday through Friday 8:30a.m.- 
5:00p.m. E.S.T.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ehud Gartenberg can be reached on (571) 272-4828. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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